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ideas, inventions, and innovations. It protects people’s ow

their creative ideas. It gives you the right to control the ys
ideas. It protects your ability to profit from your ideas. It als
people from exploiting your creative ideas.

Intellectual property protection in the United States has a long history 1,
U.S. Constitution recognizes the importance of protecting intellectyy| Propery
This chapter reviews the major ways you can protect intellectual propeny_n;&
reviews the role of information technology in intellectual property issues

I NTELLECTUAL PROPERTY IS THE AREA OF LAW that protects a

Chapter 10 Topics

This chapter covers the following topics and concepts:

¢ Why intellectual property law is important
* What the concept of legal ownership is

What the basics of patent protection are

What the basics of trademark protection are

What the basics of copyright protection are

What the basics of the Digital Millennium Copyright Act are
What some case studies and examples are




Chapter 10 Goals

When you complete this chapter, you will be able to:

« Explain the basic concept of legal ownership

« Describe the importance of intellectua| property law

+ Explain how patents are used and what they protect

» Explain how trademarks are used and what they protect

+ Explain how copyrights are used and what they protect

« Describe intellectual property concerns with respect to Internet use
» Describe the Digital Millennium Copyright Act and what it protects

The Digital Wild West and the
Importance of Intellectual Property Law
“

It's hard to know who coined the term “Digital Wild West.”
It's clear, however, that the term is a good description for
the state of the World Wide Web (WWW, or “Web") today.
Like the American “Wild West” in the latter half of the
19th century, the Web still has a frontier. Its outer limits
are unknown.

The Web and our use of it are still changing and evolving.
More people are accessing the Internet and using the Web
than ever before. World Internet usage grew over 566 percent
between the years 2000 and 2012.! Many different devices
tan access the Web. Cell phones, smartphones, netbooks,
and televisions al] access it. People can access the Web
anytime, and from anywhere. |
P' eople are stil] exploring how to use the Web. They're
- ;lllll;g Sh.ocia{‘net'working groups and taking many aspects
COnduzt g’es. online.” Organizations are learning f}ow to

usiness online. Many people share novel ideas

an : : ;
a Cl"amplon social causes online. You can publish almost
ything op the Web,
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> NOTE

The World Wide Web is a system

of linked hypertext documents

and other media that are connected
through the Internet. The Internet
and the World Wide Web aren‘t
the same. The Internet is the
infrastructure. The Web resides

on the infrastructure.
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1 NOTE

The U.S. Census Bureau has a Web
site that attempts to measure the
electronic economy. Their reports
show that e-commerce continues
to grow. The latest “E-Stats” report
was issued on May 23, 2013. You
can read the report at https://lwww
.census.gov/programs-surveys/e—
stats.html.
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Like those of the American Wild West f)f th'e 19th century, the Wey:
fined. The landscape changes daily. Smce. tt.1e Web is aly,

are upde it's hard for the law to keep up. In the original wi|q West, set] 0 ang
8rom:)1§'tlhe federal government for protection. They did thjg because lo:;S Telgg
gll(e):;s were often weak. In the digital West, federal and state |y, impoge l?(;)evrern.
i york manner.
m EIltPsaltlcalllrg ?or the law to keep up with technt.)lf)gy. ’Fhe pace of the Jay i slow,
It relies on the actions of legislatures and dec131'ons 10 court cases, Theg, bodie
move slowly. Technology moves muc.h rr.lore qulckl.y. To cc?n}pensate. the lay
attempts to apply traditional legal prmc.lples .to online activities,

The Web facilitates the exchange of ideas in a fixed form. .All types of People
and organizations use it to communicate. Tpey create ng sites and blogs ,
share information. Online newspapers and ]our.nals publ'lsh contgnt every day,
Content drives the Web. Because people can easily sl'lare u.lformatxon c‘)ver the
Web, they also can easily copy and reproduce materials without an original

d ission.

autél::g :rgfi?follslsal area of law that is adapting to new issues rais;d through
technology is intellectual property law. lntellgctual property (IP? is the area of Jay
that protects a person's creative ideas, inventlons,. and innovations. Intel.lectual
property law protects ideas once they're in a physical f-oFm. When materials are
published on the Web, they’re in a physical form. Traditional legal cqncep.ts about
IP ownership and how to protect it are applied to content on the World Wide Web,
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Legal Ownership and the Importance
of Protecting Intellectual Property
B e e s S e S A e aye]

™ Alegal owner of property has the right to useit i'n any way
he or she wants to, and the power to give those rights o

Corporations and businesses another. This is a property interest. It means t'lllla;;;:; 2::11;;
also can own property. So can has certain rights to property, and a court “‘Ilf 3
governments. In the context of rights if necessary. There are a number of dif ercla ot
property law, a person is a real of property ownership. A person can have a real pro®=™

person or other legal entity.
Legal entities include corporations,
businesses, private organizations,
and governments.

=

0
interest. This means that he or she owns l'and. A Piﬁ“hils
can have a personal property interest. '.ThlS meanzions I
or she owns physical possessions. Physical possefs copery

items like cars, books, and silverware. Owners 0t P
J have the ability to control how it's used.

r has
Ventioll>~

owne
Ownership is an important concept for intellectual property. An IP
certain exclusive rj

That person is the
A court can punis

gorin
ghts. An owner is the person who creat(?d new WO: l}iese rights
only one that has these rights. Courts will enforce
h people who violate these rights.
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intellectual Property Law
. . 2
he federal 8OVer nmfnt dt.eter'mlnes many intellectual propery I "
.Ted es. The US. Constitution specifically grants the pOWerzon rules in the
Unl‘sm {ion grants C.on.grgss. the power to “promote the Progress of 0 }hls. The
Con y securing for limited times to Zau‘thors and inventors the exc| atve o usefyl
arts: (ive writings and discoveries."* The drafters of the Constituti: Sve right to thejr
2 3 . -
rfn:nt {0 encourage mxl';ovatlor(ll 'c.md discovery. To do this, th ey r—
| * fcally said that aut qrs an myentors must have the exclusive @ NOTE
s_p 10 control their creations and inventions for certain period Tradem
The exclusive right to control how creations and inventiong are: protectiaorks have the longest

s n i ’
ased is the mainl purpose of dIF law. Crez'itors have aright to contro protected a;:e';l:d. e
o their creathI}s are used for a certau} period of time depending owner continu.esg tzs an.
upon the underlying nature of the creation. Different laws protect in commerce, o

M!:’« -

ventions and literary worl_(s for different periods,
puring the protected period, the creator or author of a work or invention i
rson who can use or reproduce it. This allows authors and inventorsI:: e+
creative efforts. People would not be encouraged to write new books or c?- profit fro.
onsf they didn’t have an opportunity to profit from their efforts. Intellee:ltea]new S
Jaw protects these efforts. It also encourages them to continue to create Ucltlilmai?;):;ut‘y
g  this

helps the economy.
The federal law recognizes the following types of intellectual property:

only
m their

. patents—Used to protect inventions like machines, processes, designs, and
specialized plants. '

» Trademarks—Used to protect words, logos, symbols, or slogans that identify
a product or service.

+ Copyrights—Used to protect books, art, music, videos, computer programs,
and other creative works.

Fach type of intellectual property right is demonstrated in a different way. Each applies
to different types of creations and inventions. They give protection for different lengths
of times. They also have different requirements for establishing and enforcing IP rights.

Patents
ETeewsTy EE——
A patent is an intellectual property right. It's granted by the federal @ NOT‘;

government. Congress enacted the most recent version of U.S. patent

law in the Patent Act of 1952.3 Congress has amended this law

§everal times. The most recent amendment to U.S. patent law was

in 2011.1n 2011 the Leahy-Smith America Invents Act* introduced

ignificant changes to U.S. patent law. The U.S. Patent and Trademark

gfﬁCe (USPTO) grants patents. The USPTO is an agency located in the
tpartment of Commerce.

The National Inventors Hall
of Fame and Museum is
located at the U.S. Patent
and Trademark Office in
Alexandria, Va.
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|
are granted to encourage new and useful inventiop, \ (
s,

—— ) atents
’ NOTE Patlzznt owners l?ave the riglht tg keei)hothers from making o, Fovy
The USPTO granted patented inYentlon. They also have the power to stop otherg fromg S{t::]hen
iri n.
302,948 patents the}‘):i‘:;’f: ;l,?arCh 2013, the United States followed a “first ¢ ;. 2 :
in 2013. It followed this rule for over 200 years. This meant that the ﬁrs:'entw Nl i
— to invent something and show that it' works could patent jt. Tson 2
The America Invents Act drastically" changed this rule. Starting in Marc}, 2003 ‘
U.S. adopted a “first to file” system. This means tl.llat t'l(lie first person to file for , pat;?nt
has priority over all other people who have a s.lrr.u ar idea. The c.h;?nge in the fling o
is meant to encourage inventors to pater.lt their ldea}s sooner. It is intended t, oy,
innovation. It also brings the U.S. into alignment with other countries, many o Who:n

follow “first to file” rules. |

There are

three types of patents: 1

« Utility patents |
« Plant patents

» Design

patents

Utility patents are the most common type of patents. They're issued for inventions 34
discoveries. There are four main categories of utility patents. They are:

¢ Machines ;
+ Manufactured products

* Processes

« Compositions of matter

Improvements on any of the items in the above list can also be patented. Utility patents
are granted for a 20-year term. This term begins running on the date that the patent
is granted.

Under patent law, a machine is an instrument or tool that completes a task by using
moving parts. These parts interact with each other to accomplish a function. Machines
are things like lawn mowers, elevators, and automatic can openers. Devices that work
because of an electrical process, such as computers, also fall into this category.

T ey
D NortE
A manufactured
product is called an
article of manufacture
in patent law.

Eakis. )

Manufactured products are products without moving parts. A milk carton
is an example of a manufactured product. A manufactured productmay
have moving parts. However, the moving parts don't act together t0 accor: |
plish a task. A folding table, even though it has moving parts, isa manufer |
tured product. It's not a machine.

A process is a way of completing a task through a series of steps f
actions. It's also called a method. A process can be patented asa utility
patent. A recipe might be patentable as a process. Some types of compulet
software may be patentable as processes. |
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jon of matter is a chemical compound. It's two or more sub

er 10 ake sometl;ng nenf. Manufz.acturers patent new drugs undztar;fes combined
o ity patents. Naturally occurring chemical compounds aren’ r this subcat-
egory airisn’t patentable. en't patentable, For

w,,,posit

instancsécon d type of patents is plant patents. Plant patents

Thr‘;n ed toan inv'entor who invents or discovers a new
areity of plant- The inventor must prove that he or she can NOTE
vaF;ua reproduce t.he new plant. Asexual reproduction A different federal law governs
aS:ans ot the plantis re;:iro(;iuc'ed through cutting or grafting, FT):?:; that grow from seeds,
‘;]a atsth tgro?v from seeds 9n t reproduce asexually. Plants s fa;;t;éa”ew Protection

are f0 nd in nature aren't p.at.entable. A plant patent Ao protects these types
thzrllt gtect special kinds of hybridized plants or food crops. Lp ants.

ant g ents, ONCE grante(‘l. last' for 20 years.

Thelast tyPe of pategts is design patents. Design patents are granted for new and
igin lomamental designs for manufactured objects. A design is apparent in appeara

gi 4 to protect the visual appearance of an object. A design patent could weh
g aesi gn for china or sil.verV\{are. A desi.gn must be new and different from other %Zzzzits
norder 10 be patentab.le in this way. Deggn patents are granted for 14 years.

A design patent is different from a utility patent. Design patents protect only the

n article. A utility patent protects how the article works. Unless otherwise

gppearance of a It
noted. this chapter discusses utility patents. I
NOTE

patent Basics | . In order to be patentable, the
[nventions OF discoveries must be patentable in order to be subject matter of an invention or
rotected. They must meet certain requirements. An inventor discovery also must be patentable.
nust meet all of the requirements in a patent application. The U.S. Supreme Court held in
. Diamond v. Chakrabarty (1980)
Patent Requirements that patentable subject matter
[n order to be patentable, an invention or discovery must be: is “anything under the sun that
is made by man.”® Some types of
+ Novel items aren’t patentable—including
o Useful objects found in nature.
» Non-obvious NN

on or discovery must be novel.® This means that it must bea

new invention or discovery. The USPTO won'tissue a patent for an item that isn't new.

To be considered new, an invention must be different from the prior art. Prior artis public

knowledge about an invention that existed prior to the date upon which a patent application

is fled. An invention or discovery must include elements that make it different from prior
art. An invention or discovery that merely contains prior art isn't new and isn't patentable.

The USPTO also looks at whether the invention was used in the United States f)r oth_er
countries prior to the date of the patent application. It also reviews whether t}}e invention
was patented or published in other countries. If people know about the invention or

discovery in other places, then it's not new.

To be patentable, an inventi
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.h.m-v-———-T patents are granted to encourage new and useful inyey;
b NOTE patent owners have the right to keep others from m aking Orons__
The USPTO granted patented invention. They also have the power to stop others flrlsm t
302,948 patents their invention. om g ellng
in 2013. Prior to March 2013, the United States followed a “firs ¢, il
_J Itfollowed this rule for over 200 years. This meant that the ﬁrs::;: rule,
Son

[» noTE

A manufactured
product is called an

——————

vent something and show that it works could patent it
nts Act drastically changed this rule. Starting in March 201
o file” system. This means that the first person to file for 4 3, the
has priority over all other people who have a similar idea. The change in the ﬁ]iiatent
is meant to encourage inventors to patent their ideas sooner. It is intended to enci Lrlules
innovation. It also brings the U.S. into alignment with other countries, many of thr) E:nge

follow “first to file” rules.
There are three types of patents:

toin
The America Inve
U.S. adopted a “first t

» Utility patents

» Plant patents

» Design patents
Utility patents are the most common type of patents. They're issued for inventions and
discoveries. There are four main categories of utility patents. They are:

» Machines
» Manufactured products
* Processes
+ Compositions of matter

Improvements on any of the items in the above list can also be patented. Utility patents
are granted for a 20-year term. This term begins running on the date that the patent
is granted.

Under patent law, a machine is an instrument or tool that completes a task by using
moving parts. These parts interact with each other to accomplish a function. Machines
are things like lawn mowers, elevators, and automatic can openers. Devices that work
because of an electrical process, such as computers, also fall into this category.

Manufactured products are products without moving parts. A milk carton
is an example of a manufactured product. A manufactured product il
have moving parts. However, the moving parts don’t act together t0 acccfmcl‘
plish a task. A folding table, even though it has moving parts. js a manutd

tured product. It's not a machine.

article of manufacture
in pafentlave A process is a way of completing a task through a series of steps ﬁ'rty
o m___J actions. It's also called a method. A process can be patented as autill -
types of cOmP”

patent. A recipe might be patentable as a process. SOme
software may be patentable as processes.

A
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i ris a chemical co '
A composition of matter1s mpound. It's two or more substances combjneq

it ake something New. Manufacturers patent new drugs under this sub
ogeth ity patents: Naturally occurring chemical compounds aren’t patentu b;dt[“
able. For

eB0y oi airisn't patentable.

2™ ond type of patentsis plant patents. Plant patents T v |
) g;fxte 4 to an inventor who invents or discovers a new @ NOTE |
e of plant. The inventor must prove that he or shfa can A different f

"l ep roduce t.he new plant. Asexual repljoductlon plants thzt ideral o govems

means that the plant is reproduc‘ed through cutting or grafting. The Plant vgrice’e‘:V f;om i 'ﬁ
B oW from seeds don’t reproduce asexually. Plants Act of 1970 prot):ect?tt: e |
e {ound in nature aren t p?tf:ntable. A plant patent of plants. S

anprotect special kinds of hybridized plants or food crops. Qi

plant patents, ONnCe granted, last for 20 years.

The last type of patents is design patents. Design patents are granted for new and
original ornamental designs for manufactured objects. A design is apparent in appearance
They're used to protect the visual appearance of an object. A design patent could protect. y
the design for china or silverware. A design must be new and different from other designs
in order to be patentable in this way. Design patents are granted for 14 years.

A design patent is different from a utility patent. Design patents protect only the
appearance of an article. A utility patent protects how the article works. Unless otherwise
noted, this chapter discusses utility patents. L

NOTE

Patent Basics
. : : In order to be patentable, the
Inventions or discoveries must be patentable in order to be subject matter of an invention or
| protected. They must meet certain requirements. An inventor discovery also must be patentable.
- mustmeet all of the requirements in a patent application. The U.S. Supreme Court held in
; Diamond v. Chakrabarty (1980)
P
atent Requirements that patentable subject matter

is “anything under the sun that

Inorder to be patentable, an invention or discovery must be:
is made by man.”* Some types of

* Novel _ types C
] items aren’t patentable—including
* Useful : ;
objects found in nature.
* Non-obvious =

To i ”

ne:ﬁ patentable, an invention or discovery must be novel.® This means that it must be a

To bemVenFlon or discovery. The USPTO won't issue a patent for an item that isn't new.
considered new, an invention must be different from the prior art. Prior art is public

is ﬁ?e\(yil?igne.about_an invention that existed prior to the date upon Whin‘l a patent appli.cation
art, inVLanentmn or discovery must include elements that make it dlffer?nt‘from pI'lOtI)‘l
The Usp;l(t)lon or discovery that merely contains prior artisn't new a_nd isn't patentfhec;.
“Ountrieg py; also looks at whether the invention was used in the United States o ontion 4
‘ Wag Datentedor % the‘ date of the patent application. It also reviews whther tl?e inve EH
iScovery iy or published in other countries. If people know about the invention or i3
Other places, then it's not new. E E

S
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U.S. patent law does allow a limited Exception to g
1S

’ NOTE rule. It allows a one-year grace period for i NVentions Bener,,

available to the public.” It means that an inveny,, . 2d¢

Under the laws of many I Must g

countries, if an inventor patent within one year of announcing the inventiop ¢, [he{(ﬂra
announces or sells an invention In some cases, an inventor may want to announce sl € Dub
n"en s

to the public before it's patented, |  or discovery prior to applying for a patent. Iny, entors do on
Sto

it automatically becomes not if there's commercial interest in the invention. Ap, inve ¢
l'lt]()n o
r

patentable. The United States discovery is still patentable in the United States if the -

modifies this very strict rule with | 3 patent application within one year of announcing j; Tﬁ“t"_f Bles

a limited one-year grace period. won't consider a patent application if it's submitted more thSPTU
an

~/  one year after the invention is announced.

Taking advantage of the one-year grace period can be risky for an inventor, Apqg,
person might see the invention and build upon it. If that person files for a patent before r
the first inventor, then the first inventor might lose her ability to patent her invention 8

-
How Do You Protect Inventions Internationally?

In the United States, inventors register their patents with the U.S. Patent and Trademark Office.
The USPTO patent grants apply only to the United States. They don’t protect patents in foreign
countries. If a person or business wishes to protect an invention in other countries, a foreign patent

is needed.

Different countries have very different patent laws. Many foreign countries require that inventors file
their patent applications before an invention is announced or sold. They won't grant a patent if the
inventor announces or sells the invention prior to the application. The United States allows a one-year
grace period for an invention that’s announced or sold by the inventor before a patent application.
Since countries have different patent laws, they enter into international treaties to try to put all
inventors on an even playing field for protecting their inventions internationally.

The Paris Convention for the Protection of Industrial Property (1883) was the first treaty to try to address
patents on an international level. This treaty is important because it fixes the filing date of patent
applications to the date that the inventor first files a patent application in his or her home country.

The Paris Convention says that someone who files for a patent in their home country can use that filing
date with other member nations to establish his or her patent’s priority in those nations. This protects
an inventor’s “place in line” in other countries. This priority right is available for only 12 months after
the very first patent application. If an inventor wants to protect an invention in other countries, he

or she must file patent applications in those countries within 12 months of first filing for a patentin
the home country. Inventors who don't file within 12 months lose their place in line for determining
patent ownership.

The United States joined the Paris Convention in 1887. The Paris Convention establishes only the

priority filing date. It doesn't confer other benefits to member nations. Inventors still must follow all the
other provisions of patent laws in other countries in order to protect their inventions internationally.

e
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i because: in tk,le U'S". lifp e patean tofile for a patent has priority over ;
hlslIai a similar mventlon: In this example, the second inventor’s pate er dll'patems
hat ¢ ot aterial that is considered prior art when the first inventor files }? tapplication
conta |ater. The rules for determining priority in a patent ot €r own patent
many inventors hire attorneys to help them navigate the patenf re very tricky,

The second patentability Fe'quirem'ent is that an invention or discovery bepl;;);e;lsé "
equirement is also called l.ltlllty. An. 1nventoF can meet this requirement by showin. " is
einvention OF discovery is beneficial to society. The inventor also must show that fh at

lly works. The USPTO may reject patent applications that don't show tehat

nvention actuall .
ninvention Of discovery is useful. It also can reject patent applications where the claimed

usefulness seems implausible.

The final patentability requirement is that the invention or discovery must be non-obvious.*
This requirement is closely related to the “novelty” requirement. If an invention or discover :
't obvious, then it’s patentable. Obvious inventions or discoveries aren’t patentable. :

ap

=T

it can be a very long and expensive process to file multiple patent applications within one year.
The Patent Cooperation Treaty of 1970 (PCT) attempts to streamline the application process.
The World Intellectual Property Organization (WIPO) administers the PCT. The WIPO is part of the

United Nations.

The PCT was created to make international protection of patents easier. The treaty allows an inventor
to file for patent protection simultaneously in a number of member countries. The PCT allows inventors
to file one international patent application.

Inventors submit the international patent application to their national patent office or to the WIPO

in some situations. This application then has the same effect filing for a patent in member countries.
As under the Paris Convention, the filing date for the international application is fixed in priority as
soon as the application is submitted.

Under the PCT process, an international patent application is subject to an international search.
Examiners review the published documents in all member countries to see if there’s any information

that might affect the patentability of the invention. The search is very comprehensive.
to 18 months after they submit

The PCT gives other benefits as well. Under the PCT, inventors have up .
patents in other countries that

their international patent applications to decide whether they'll pursue ;

3re PCT members. If they do, the patent process is shortened because other countries will reply O“f.he
"esults of the international search in conducting their own review of the patent application. In anntlon.
thef Inventor is guaranteed patent protection as of the date of the original international application.
This is.important because many foreign countries grant patent protection only to the first inventor

Who files for 5 patent application.

The United States joined the PCT in 1978. More than 145 countries have signed the treaty. You can

me Aadosg
|emoajeiug

read
more at http:/fwww. wipo. int/pctlen.
=%

‘—._‘
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Judge Learned Hand was a U.S. federal court judge. He served as a judge for th \
District Court for the Southern District of New York. He also served as a judge oe Uhn.ted States
n the SeCOn
d

Circuit Court of Appeals. Courts and attorneys often quote his opinions on patent
law. Judge Hand wrote very clearlyon a complicated topic. and copyrighy

—

Sometimes this requirement is hard to understand. Many inventions or discoveri
seem obvious once theyre publicly announced or offered for sale. People often Saernes
“Why didn't I think of that?” when they see these types of products. Courts have);ec
nized that an invention that seems obvious after it's created may actually meet the &
non-obvious requirement. That's the nature of some types of inventions. Judge Learned
Hand even said, “It certainly cannot be necessary to repeat the well-known principle
that it is no indication of noninvention that the device should seem so obvious after itis

discovered.”™°
The USPTO looks at prior art and how an invention is used in order to determine
-obvious. An invention is non-obvious if a person with ordinary skill in the kind
vered or invented it. The invention

in the invention wouldn't have disco
ly different from prior art. It's important to remember that the

ements based on the date of the inventor's patent application.
the three patentability requirements work together.

if it's non
of technology used
also must be sufficient
USPTO reviews these el

Figure 10-1 shows how

the USPTO to patent an invention or

the USPTO must complete in order to ]
cute a patent application

iving a decision onit.

The Patent Process
An inventor must submit a patent application to
discovery. Patent prosecution refers to the actions
grant a patent. It takes the USPTO almost 18 months to prose

This is the period from su tion to rece

[ FIGURE 101

patentability

requirements.
Novel Useful

bmitting a patent applica

Patentable

Non-Obvious

"y
Y'Y
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A patent applicatio

n security.'?
n contains the following basic parts:

. specification
also contains

| -
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s of patent applications take even longer to prosecute. In 2013, the USPTO
{20 months to make decisions on patents related to computer architecture

—The written technical description of the invention. The specification
information about how to make and use the invention. The specifi-

cation must include enough information that a person with ordinary skill in the
relevant area could make the invention based on the specification.

. prawings—The pictorial description of the invention. The drawings must completely

descr
or discovery.

ibe the invention or discovery. They help the USPTO understand the invention

+ 0ath—The inventor must sign an oath that he or she is the first inventor of the item

described in the patent application.

+ Filing fees—There are different filing fees based upon the type of patent. There are
also additional fees for large patent applications, search fees, and examination fees.

A patent application specification must include at least one
claim. A “claim” defines the part of the invention that's to
be protected by the patent. A patent specification may have
anumber of different claims.

Once the USPTO receives a patent application, it reviews
it to make sure that it meets the patentability requirements.
Patent office “examiners” conduct this review. U.S. law requires
patent examiners to have sufficient “legal knowledge and scien-
n.ﬁc ability” to conduct this review.!® After review, an examiner
either Fejects the application or issues a patent.
US?; (;ril;:entor must pay p.atent maintenance fees once the
— dues a' patept. 'I;hlS keeps the patent in force. If an
advantageOSfSp t maintain a patent, then other people can t_ake
- it. Patent maintenance fees are due at 3.5, 7.5,

- years after the original patent issue date.

Infringement and Remedies

T A
:e}:)insﬁg ;g‘;e:lhtor reCeiYeS 4 patent for an invention or discovery.
inventiop s .e exclusxye right to keep others from using that
use it, Thi.s mtx o 1s.the only one who can make, sell, or

Oraslong ili)s theCtlon be_gms when the patent is issued. It lasts

enf e patent is valid. The federal government doesn't

e

egg;s; ;‘fopeople who violate their patent rights. They rgay

the Patent pars make, use, or sell the patented invention during
Period. They also may sue a person who makes, uses:

Or sel]
lly similar product.

su

ells g Substantig

orce ' :
Patents. Instead, inventors must enforce their own rights.

¥

=

ez

—

~

) NOTE

USPTO employees aren't allowed
to apply for patents of their own.
See U.S. Code, Vol. 5, sec. 4.

1 NOTE
You can see the current USPTO fee

schedule at http:/lwww.uspto.gov/
weblofficeslacl/qslope/fee0101 14
_htm. Using the fee schedule, how
much does it cost to maintain

a patent over its lifetime?

N

NOTE
A patent trollis a

owns a patent but .
to make, use, or sell the invention

Instead, patent trolls enforce: their
patent rights and file |awsuits
ainst alleged infringers-

person who
doesn’t intend

ag : i
The term isn't compllmerjntary. s é :
It refersto @ person who l.stci):e 3 g
aggressive and opportunls x E é‘
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ho violates the IP rights of another is called an infringer. 1t g
ntended to violate the inventor’s patent. An i ”Vemoresn t
tent even if the infringer acted unwitting}y, ]f:::_ﬂ hold g,

hat people can be held responsible for the;, act
Ctiong

A person w
matter if the infringer i
infringer liable for violating a pa
strict liability. Strict liability means t

even il they didn't intend to cause harm.
If inventors want to sue for patent infringement, they must do so in federa] o

This is because patents are governed by federal law. Federal district courts haye o o;
jurisdiction for patent infringement cases. figinal

Infringers have two basic defenses to an inventor’s claim of patent infringemen¢ Th
first defense is that the inventor’s patent is invalid for some reason. For example, 5 I;at e
is invalid if an invention was publicly announced or sold for more than one year prioretnt
the patent application. The infringer would argue that the patent isn’t valid because th:
inventor violated the one-year grace period rule. An infringer also could argue that a patent
is invalid if the inventor violated certain federal laws. It could also be argued that a paten;
isn't valid if the inventor misleads the USPTO during the patent application process.

Under patent law, an issued patent is presumed to be valid. 14 This means infringers
can't merely assert that a patent is invalid to defend themselves in a lawsuit. Instead, they
must prove that the patent is invalid for some reason. This is called the burden of proof.
The infringer has the burden of proving that an issued patent is invalid.

Infringers also can argue that even if an inventor's patent is valid, they didn’t violate t.
They can claim that their products or inventions don't infringe upon the inventor’s patent.
These cases can become very technical. Courts and jurors must review the technical
specifications of products and patents to decide whether infringement occurred.

Remedies in an infringement case include injunctive relief and damages. Inventors
want the court to issue an injunction that orders the
D NOTE infringer to stop violating the inventor’s patent. This type
In the United States, the general of order means that the infringer can no longer make, use,
rule is that each party in litigation or sell a product that infringes on the inventor's patent.
will pay its own attorney’s fees. Inventors also are entitled to money damages in an

infringement case. Damages compensate the inventor for

.

In some cases, courts can order the

losing party to pay the winning profits that they may have lost because of the infringer’s
party’s attorney’s fees. Courts usually actions. In some cases, an inventor may be entitled to treble

?wabrd attorne.y's fees.as a penalty : damages if the infringer willfully violated the inventor's _
or bad behavior or frivolous lawsuits. patent.’> They may also be entitled to recover their attorney s

i J  feesin some cases.!®

What Is the Difference Between Patents and Trade Secrets?

::thl:]stji: :.(,-3 l;:: ltlecmz.” property rights that are granted under federal law: They gfar;t
bkt ft m kO an inventor of an item for a certain period of time. A patent Ownea
has the power to :[e pothers from making or using the patented invention. He 0f she
kil op qthers from selling their invention. ol
information th 8 similar, Trade secrets protect the formulas, processes. methods: @
at give a business a competitive edge. Trade secrets must have valué to

Iso

|



V-

P>

S

Vg

h_;

. .
— - .
F. K on > +

10 | Intellectual Property Law
CHAPTER 287

i —{SemEnis) -

o secret W is considered a part of intellectyal property law, |t g

Tra ch attention as patent, trademark, or copyright issues. This is

a;;ncopy right protection is based on federal registration and public

:,otection is based on secrecy and confidentiality. The study of trad

" nimized because the process for protecting trade secrets is so dif
other categories of intellectual property.

Oometimes doesn’t receive
because Patent, trademark,
disclosure. Trade secret

€ secrets is sometimes
ferent from those of these

-

aperson or business. Otherwise, there's no reason to protect it. A
Jaw concept. It's been codified under federal law and by many st
secret, the information that's to be protected must:

trade secret is a common
ates. To establish a trade

+ Have value—The information must have economic valye, This means that it's
valuable to the business that protects it. It also means that it would be valuable
to competitors of the business. This also takes into account the money, time,
and resources that the business put into developing the information. The more
valuable the information, the more likely that it’s a trade secret,

Be unknown—The information must not be known outside of the business.
If other companies or people know about the information, then it's not a secret.
Any public awareness of the information can end its protected status.

* Be unascertainable—The information must not be easy to duplicate or even
reverse engineer. If little effort is needed to ascertain the information, then
it's unlikely to be considered a trade secret. R R

Be protected—The information must be protected. This NOIE

means that the business must take steps to make sure that it Unlike patents, trade secrets
doesn’t become accessible or known to the public. To protect arenit [9ditered oA parsonior
the information, a business should use confidentiality and puiness foifn ! havf:igzz
non-disclosure contracts when they share the information ?gg’n::ﬁ;isezat:):rg:ezt t:\eir
with others, The more a business protects the information, ke

the more likely it's a trade secret.

Because they're kept secret, trade secrets can be protected for an unlimited period of time.

In order to enforce their trade secrets, a person or business must take actions that protect
them and keep them secret. A recent Alabama Court of Appeals case dealt with the .
Protection of trade secrets. In that case, documents that contained trade secret informagon
Were left in an unmarked box on the back seat of a company vehicle. The keys to the yehlcle
Were not safeguarded, Many company employees potentially had access to the vehlcle}.l

In deterrnining that the company didn't take proper steps to protect its trade secrets,' t1 e ;
Alabama Court of Appeals said, “we aren’t convinced that leaving allegedly confidentia atn
*ensitive documents in g cardboard box in a company vehicle for over one Wee g ':,1,7amoun .
0 reasonaple step to ensure the secrecy of the information contained therein.

meiRusdoig - [N
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e

How Should an Invention or Process Be Protected? \\

A person or business has to weigh many factors when considering whether to protect an invention
through a patent or as a trade secret. They include:

* Whether the invention currently protected by trade secret is patentable. If it is, the person mys
review whether a patent provides better intellectual property protection.

» What processes and controls can be used to make sure that only a limited number of people
know about the invention. A person must make sure that everyone knows that an invention
protected as a trade secret must be kept extremely confidential.

* How long the person wishes to protect the invention and the type of protection required.

Trade secrets can be used to protect almost everything. One of the best-known examples of a trade secret
is the Coca-Cola secret formula. The Coca-Cola company even has an exhibit in its company museum
about how it protects its trade-secret formula. Trade secrets also can be used to protect special ways
to manufacture products, or a process for conducting business.
Patents are limited to protecting only certain types of inventions or discoveries. To be patentable,
an invention or discovery must meet all patentability requirements. If an inventor fails to meet any one
of the requirements, then the USPTO can deny the patent application.
Advantage goes to: Trade secrets. Trade secrets can protect more types of inventions and discoveries.

The owner of a patent has the exclusive right to use the invention or discovery that is patented. That
means that the owner can stop anyone else from using it. It's a violation of a patent to reverse engineer
a product and recreate it. Only the patent owner can make the patented product.

Under trade secret law, it's not a violation to reverse engineer a product. This means that a person

can analyze products to try to determine their secrets. For instance, chemists have tried to figure out
the Coca-Cola secret formula. So long as a person lawfully obtains the product, analyzing it to figure
out its trade secrets is legal.

Advantage goes to: Patents. Patents give greater protection against use than trade secrets.

A patent’s exclusive protection lasts only for the period of the patent. In most instances, this is 20 years.
During this time, the inventor has the sole right to make, use, or sell the product. After the patented
period is up, anyone may make the underlying product.

Trade secret protection can last forever. It lasts as long as the trade secret is kept confidential. Businesses
:mplemgnt many different types of policies to keep trade secrets confidential. They use access-control
mechanisms in computer systems, They limit physical access based on need-to-know principles. They
may even use separation-of-duty principles to make sure that no one person knows an entire trade secrel

Advantage goes to: Trade secrets. Trade secrets can be protected longer.

If : :

; a lCi(c)an:'pany patents a prgcess, invention, or method, it may lose trade secret rights in it. Patent |

ispi?the :ons are made available to the public 18 months after they're filed. The only exception O this rule
fventor states that he or she s not filing for a patent abroad. The USPTO makes patent info”

mation available when a is i r
patent is issued. Once information is m i ic, it no long€
‘ ation public, itn
can be protected as a trade secret. e e

) - /
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(atrd secret is }SltOle_giatiesr;irze(;son can pursue remegjeg alloweq N
jfa son who V1 € secret can be hel S¢ ed under |,
A per eld responsip, aw aga|
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fomarkis an intellectual property right. It's used to protect

At i that dentify a product or service. Businesses spend g |o

.m}bo ademarks. A trademark is used to distinguish between g
b tify services is called a servicemark.

words, logos, ang
t of money developing
fferent products, A mark

psed 10 iden ;
The laws for trademarks and servicemarks are the same, —
Trademafks and servicemarks are collectively called trademarks L [‘) NOTE
jnmany texts, including this one. Even the U.S. Patent and ‘1 The U.S. Patent and Trademark
i { - emar
Trademark Office uses the term trademark to describe both ﬁ Office says the oldest .S,
(ypes of marks. : , | trademark still in use was
" Trademarks represent a business's commercial identity. registered in 1884. The design is

well recognized by the public. For example, |  the word SAMSON with a picture

Some markS are
of a man wresting a lion. Samson

the distinctive red bull's-eye design of the Target Corporation i*
Jenifies a retail department store. The bull's-eye design is its | Rope Technologies uses the
registered trademark. The New York Times Company has used ‘q ‘Z;and:gi:( otn ': progucts. You
the trademarked slogan “All the news that'’s fit to print” since ’ P nm:er:o;mark il
1896. It registered the slogan in 1958. The slogan still appears i 2898
on the front page of The New York Times today. S

Trademarks encourage brand loyalty. They also make it easy for customers to recognize
products made by a particular manufacturer. They represent goodwill. Goodwillis the
image and reputation a business has with its customers. Entities protect their trademarks
from misuse because they want to protect their business and reputation.

Both federal and state laws govern trademarks. Federal trademark protection is the most
well known. The federal government regulates trademark registration under the Commerce
(lause powers granted by the U.S. Constitution. Congress enacted the first trademark law in
the late 1800s. Today the main federal law protecting trademarks
isthe Lanham Act (1946).'8 The Lanham Act allows for federal
tegistration of trademarks. It also defines how trademarks can be
protected. This chapter discusses federal trademark protection.

NOTE
The Lanham Act also is known
as the Trademark Act of 1946.

: e

Trademark Basics

mark in
Trademark protection rights belong to the first pers ade

n who uses the tr
. ard rights to the

ht laws, which aw

€0 - i
inmmerce. This is different from patent and copyrig k in commerce Will
Yentor or author. The first person or business to us€ the tra.ldemar ‘der common law o=
azge Cértain common law rights to use the trademark. This is true ul?s in U.S. interstate CH
com;s;tlate and federal trademark statutes. Entities that use t;ade:rll?rofﬁce I:]ntities that 2’ g
- : em ;
rce often register them with the U.S. patent and Tra n that partiCular state. g &

use ; i
rademarksg only in one state may choose to register only !

‘—.\,
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The rise in Internet e-commerce may mean that more businesses wil| PUrSUe foq
registration for their trademarks. This is because business conducted over the Intzr era|
can't really be limited to customers of only one state. If an entity wants to conduyct N
business over the Internet, it may want to register its trademarks with the federq)

government.

There are several benefits to federally registering a trademark. They are:

» Notice of the date of first use—The filing date of the registration applicatjop
gives the public notice about use of the trademark. It establishes a priority date for
determining who was the first person or company to use a particular trademar.
It establishes evidence of ownership of the trademark.

« Right to sue in federal court—A person or entity who registers a trademark
with the USPTO has the right to sue infringers in federal court. They also have
the right to recover damages and costs associated with an infringement lawsuit.

In some cases, they may be able to recover attorney’s fee

=

B NOTE

Trademarks that aren’t federally
registered often carry the raised
“TM” symbol, or ™, to show that
a person or business claims the
underlying trademark as its own.
Trademarks registered under state

laws may use this notation. J

-z

S_]9

« Limited ways to challenge the trademark—
After five years of registration, a trademark can
be contested only in limited ways. There are very few
exceptions to this rule.??

« Right to use the federal registration symbol—
Only a federally registered trademark can use the federal
registration symbol.2! The symbol is an uppercase R
in an enclosed circle, or ®. A person violates federal law
if he or she uses this symbol on a trademark that isn’t
federally registered.

A person must meet two basic requirements to register a trademark with the USPTO.

They are:

* Use of the trademark in interstate commerce
* Distinctiveness of the trademark

"=

B noTE

The federal government can
regulate interstate commerce
only under its Commerce Clause
authority. That's why a trademark
must be used in interstate
commerce in order to be federally
registered. A trademark that's
used only in one state can be
registered under the state’s
trademark Jaw,

— T

Use in Commerce

First, the trademark must be used in interstate commerce_'z,
A person uses a trademark in interstate commerce P ltbs r
placed on goods or services and sold to the publicina I
of different states. The registration application must e
when the trademark was first used in commerce.
A person may still register the trademark even 1t - ion
used in interstate commerce at the time that the rengtri must
is filed. In this case, the person registering the trademar ein
show good faith intent to use the trademark in Comme'rctends
the future. “Good faith” means that a person hon estly 1

to use the trademark in interstate commerce.

if it's not
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t begin using the tr: 291
Jaw, the person mus g the tradema e
pnder thi)ves it. The USPTO can extend this period up 10”2‘ Within six mop,

i 5 vears
USPTO appspTO once it begins to use the trademark, At this years,2}

- the . |
nOut?ademark registration.
the

pstincte ' tis that
ond pasic requirement is that a trademark must be distinctiye
he 'S rk. It's anything used by a person to distinguish thei.

pe a trademars: - :
r person’s goods and services. Words, number
from another P s, logos, an

rademarks.
PTO has two methods of registering trademarks. They're the “Principal Regi
egister”

ndthe .iSuppleme?tal Register.” Strong trgdemarks are registered right away on the
‘principal Register. The:se trademafks'arc? inherently distinctive. This is a term of art in
. jemark law. Registration on the “Principal Register” is the main way of registering
rademarks. It gives @ trademark owner the greatest amount of rights under federal law
Weaker trademarks can be registered on the “Supplemental Register.” These trade-
narks meet all of the registration requirements except that they're not inherently
distinctive. The only federal right granted by registering on the “Supplemental Register”
is that the trademark owner may sue in federal court for trademark infringement. After
five years of using the trademark, the owner may submit proof of trademark use and
evidence that it has achieved a secondary meaning. The USPTO will then move the

emark from the “Supplemental Register” to the “Principal Register.”

2

4 Almost anything
I goods and services
d pictures can al|

trad

The Registration Process
Aperson must submit a trademark registration application to NOTE

the USPTO in order to register a trademark. It takes the USPTO v | 2 ot the

) . g - an learn more u

about 13 months to review trademark appllcatlons.2° The USPTO U‘;‘;TCO,S Trz demark Electronic
encourages trademark applications to be filed electronically. The |, pplication System (TEAS)
USPTO processes electronic applications faster than paper appli- | at http:/iwww.uspto.gov/
cations. To encourage electronic applications, the USPTO makes trademarks/teaslindex.jsp.

paper application forms available only by special request over N

the telephone.
Atrademark application must contain the following:

* Name and contact information for the owner of the trademark

* Adrawing of the trademark t
* Atechnical listing of the goods or services that the trademark represents
e Fllll’lg fee
A : ; i 7iews
thr:ger thf.: application is filed, it's forwarded to an examiner. The e{;ammer ;et‘hlat -
ad‘zppllcation to determine whether it's complete. They also revnel:v pr(r)‘(: o
_temark j : : to make su
Is used in commerce. They review the trademark i conflicts

Inher s ’
“ntly distinctive. Finally, they review other trademarks t0'S

mey Aysadoad
|enpoayeul

i

|
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-
Strong Versus Weak Trademarks \

The USPTO “Principal Register” is for trademarks that are “inherently distinctive ~ .
strong trademarks. Traditionally, trademarks are inherently distinctive if the
describe a good or service. Trademarks that are unrelated to a good or se
arbitrary, or suggestive are considered strong trademarks.

se are
y do More than

vice ang are fancnful

The USPTO's oldest registered trademark is a good example of a strong tradema
trademark is the name SAMSON with a picture of a man wrestling a lion_ j¢ has
do with the company’s product, which is rope. It's a strong trademark becayse
distinctive. Customers who see the trademark will immediately associate jt with
Rope Corporation.

One of the best examples of an inherently distinctive trademark is the Apple Corporation
rainbow-colored apple. It’s their registered trademark. The trademark is inherently distinctive
because it has nothing at all to do with the company’s product. When customers see the
rainbow-colored apple with a bite taken out of it, they immediately think of Apple computers.
This trademark wouldn’t have been inherently distinctive if an apple grower or a grocery store
used it.

rk. That
nothing to
t's inherenﬂy
the Samson

Weak trademarks aren’t inherently distinctive. The most common type of weak trademark
Is a descriptive trademark. A trademark is descriptive when it describes the underlying product
that it represents.

Descriptive trademarks get protection when they achieve secondary meaning. A trademark
has “secondary meaning” when the public associates it with a particular good or service.
Once a person can show that a trademark has a secondary meaning, it's entitled to full
trademark protection.

For example, the trademark Kellogg’s Raisin Bran is a descriptive trademark. It describes

a kind of breakfast cereal. It has achieved secondary meaning as a particular type of cereal.
It's a registered trademark of the Kellogg Company. The trademark Carpetland, USA for a
flooring store is also descriptive. It also has acquired secondary meaning as a particular type
of flooring store. It's a registered trademark of the Carpetland, USA Corporation.

If the USPTO determines that a trademark is descriptive and it hasn‘t achieved a secondary
meaning, that trademark is listed on the “Supplemental Register.” The only federal right
granted by registering on the “Supplemental Register” is that the trademark owner may s
in federal court for trademark infringement. After five years of using a trademark, the owner

can submit paperwork to move the trademark from the “Supplemental Register” t0 L

“Principal Register.”

Some types of trademarks ¢an never be registered. For example, generic trademarks ¢can T
- @ a : n

be registered. They aren‘t eligible because they describe a class of products and aren .

For example, the word “butter” can't be trademarked because it describes a class of dairy
products.

b s L2
s |

que-
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2 n reject a trademark for X |
d trademark is a generic name for g0ods op *1hey inclyde.

gy Sed trademark is descripti
The proPOse riptive of the applicany
’ 9th ere’s O secondary meaning, goods or Services
an L s
The proposed trademark is similar to another trade
' sseof it 0D the applicant’s goods or services is ike]
+ The proposed trademark contains immoral, deceptive, or scandal
. The proposed trademark may disparage or falsely suggest a ¢, e
ons (living Or dead), institutions, beliefs, or national SYmbnlnecuon with
ols.

mar
. Ck already registered, anq
ause customer confusiop

pers
' USPTO approves a trademark, it publishes th :
vhen the ! , : : e trademark .
The Official Gazette s tpe USPTO’s official publication. It publishes thlen (;Eﬁe Official Gazette,
ek It includes a listing for trademarks and a listing for patents clal Gazette every
The Official Gazette gives the public notice of new trademarks. o
once the trademark is published, any party who has concernsaboyr | NOTE
the trademark may cont.est it They: have 30 d“ays from the date of You can see entries in the
publication in the “Ot‘ﬁma.l .Gaz"e.tte to file an “opposition” to the “Official Gazette” online at
mgistraﬁ0ﬂ-26 An “opposition” is a proceeding before the Trademark http:/tmog.uspto.govi.

Trial and Appeal Board. This Board hears trademark disputes.
If no one opposes the trademark, the USPTO issues a Certificate of Registration

forit, if it is already used in interstate commerce. If the person registering the trademark

hasn't used it in commerce, he or she must begin using it within six months after the

USPTO approves it. A person must notify the USPTO once he or she begins to use the

irademark. The USPTO will then register the trademark.

The registration period for a trademark is 10 years for new regis- NOTE
tered trademarks. Some registrations issued before November 16, s
1989, have different renewal periods. Between the fifth and sixth A"tafﬁda:":\'s S ‘:":‘;”nm
vear after a person first registers a trademark, he or she must :t: aefrf?;:vit : vs :;:: thi i t,sg
submit an “Affidavit of Use.”2” This document shows that the b The person signs the

affidavit in front of a notary
public or other official allowed
by law to administer oaths

person or business is still using the trademark. After that, the
Affidavit of Use must be filed before the end of the 10-year regis-

tration period. The person or business also must pay a maintenance
lee. A person or business must re-register their trademark every and witness signatures.

10years in order to maintain protection of the mark.? L
Infringement and Remedies L
, i ema

Trademark infringement is a violation of a person’s trademark Flg_llt5~ Aitt;ac piiead |
Owner has the right to use the trademark in commerce in association :\l]w trademark in
:ﬂd services, This protection begins as soon as the owr(1ier sltartztl;:;nlgw ‘hen the oWner 2
Ommerce, If i i r either federal 0T ' 't B
O the tradem:rtl:?liir::rri{aliilrstg}llztre;-iegdhltl: :: well. Federal and state governm:;t:::;eople E %

their own rights. They M EE

&
W'Lforc'e trademarks. Instead, owners must enforce
OViolate their trademarks.




294 PART 2 | Laws Influencing Information Security

e
on discusses federal law, you should remember that many of these
sa

ment actions also could be pursued in state court. Trademar
pes of tort actions that they can pursue in state court

—

There are two main types of infringement cases. The first type of infringemen
occurs when there’s an infringing use of a similar trademark that’s confusing ortdCase
to the customer.2° The second type of case occurs when use of a similar trademarke;:pﬁve
Huteg

the value of a famous trademark.*”
In the first type of case, a trademark owner can sue another person who yges o
trademark in a way that is “likely to cause confusion, or to cause mistake, or to decSl-mll-E-lg
The owner can bring this infringement action for innocent infringement and for wﬁi;/ei 1
infringement. The plaintiff, who is the trademark owner, has the burden of proof. Theu

plaintiff must prove the following elements:

While this secti
of trademark infringe
may have additional ty

Ownerg

» The plaintiff owns a valid trademark.
+ The defendant used a similar trademark in commerce.
« The defendant’s use of a similar trademark is likely to confuse consumers.

If a trademark owner has registered their trademark with the USPTO, that registration is
proof of ownership of the trademark. A plaintiff can use the defendant’s own advertising
materials to show that the defendant used the trademark in commerce. A plaintiff also
can use these materials to show that the defendant’s use of the trademark was confusing
in some way. The confusion created could exploit the plaintiff's goodwill in his or her
trademarks and products. That is, the defendant is using a similar trademark in the
hopes of selling more products because of the plaintiff’s good commercial reputation.

In reviewing whether a trademark is confusing, courts
D NOTE will compare the plaintiff and defendants’ trademarks. They

will look at how similar the marks are. They'll also look at the

Examples of famous trademarks g . :
similarities between the goods and services that each trademark

include the Apple Computers, e :
Coca-Cola; and Kleeney represents. They might also look at the defendant's intent in .
s the defendant st

trademarks. They are all using a similar trademark. If the court find e
registered. They're used of the trademark confusing, it can order the defendant to

e ™

extensively across the United using the trademark. :
States. Most people recognize The second type of trademark infringement case is fo';i
these trademarks and the trademark dilution. This type of infringement €as speci -ous
associated brand of products. cally applies to “famous” trademarks. Only holders Og??mous

trademarks can file a lawsuit for trademark dilution.
trademark is one that is very well-known.

JE———
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iutes Of e ern le would b éunon occurs when a trad:,;{m”f” trademary y,,

df ent 2 ods. An'exa p e Oc.a-Cola minivan or 4 gJe ark is useq ¢, pro dt.

diffe! wouldn't be confused by the different use of the f eeney Motorcycle Mote

custor™ of the famous trademark is diluted when jt’s oy avaUS trademg .

he irademark owner also has a dilution case if the yse 0‘?

ishes 2 amous trademark. A t'rademark is tarnished whe

tzrht' For example, in 19“96 the chll:lren's toy store, Toys “R” Us -

lJ_th {he domain name adultsru“s. Tbe court held that the defénd am?“ adult EVeb site

odult products diluted the “family” image and goodwill that Toy 3 se of “adultsrus'

ucts. The court ordered the defendants to stop using the "adﬁ?ts R " Us had built in

edies in an infringement case include injunctive relief s name.

ST rk. Howey,
ith dissimilay products .

a similar trademark
nit .
Itsused in ap unﬂattering

|
t0 sell
s prod

Rem —

and damages- Trademark owners want the court to stop

infringers from using their trademarks in a confusing or diluting D BOTE

way ) Trademark owners also may be able to get damages for the In some instances, treble

iefendant’s profits in gsing4the trademark, their own damages, :a drz;age; can be awarded if

and costs of the 1mgat10n.3 the pTz:in:i::’s":tr:z::\r;ar:(lﬂ:SGd
\—

Relationship of Trademarks on Domain Names

Therise of e-commerce has created some interesting questions about trademark

people take it almost as a given that www.coca-cola.com will take you
omain name serves as their Internet

heir business name or trademark

use. Today.
o the Coca-Cola Company's Web site. Their d

business address. Many companies try to use t

as their domain name.
A domain name includes a top-level domain. This is the .com, .net, or .gov at the end
of the domain name. The second level is the information that comes directly to the left

of .com, .net, or .gov. This is usually the place where a business Or entity might want
useits name or trademark. To do this, the entity must register their domain o
Adomain name is different from a uniform resource Jocator (URL). The doma:}r;L
name s only part of a URL. The complete URL is the actual Internet addr-ess. AU £
gesinto much more detail than a domain name, providing much more mfo;ﬁ:rtml:u;ge.
including the specific page address, folder name, machine name, gl pROMEREE

such as http://,

Companies register their domain names &
::isell their products, They want their domain
DOm(:inem The first company to register a dor'na
Ong tr:dname registrars don't review a d.omalrl .
for thag emark, If a domain name is available for usé: o

i i fast pace otall ol.

I.n the miq to late 1990s, domain names were reglstered ata g - domain
"Bistrationg were legitimaée Cybersquatting is the pad-faith regis! 0 ade name i the
Name that's 5 registered trad.errilark or trade name of another entity.

Q - —

. g
nd create Web sites. They do this to adverts

i their
e recogmzable to
pame to b "t to use that name

iy name hast : tame.
il e to make sure thatit doesn t mfn%i
s then they will accept @ registratl
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Registering a Domain Name
common name that pecpie use 10 refer 19 their yu.

- ;‘“E’ "o o

A domain name is the ; . " e
information after www. People register (hese names 10 rom thew busirnesse ., Ny

others find their businesses on the Intesnet. Domam names ase simply addeesges ., f‘

Internet.

Domain names must be registered with the Internet Corporation for Assgres .
Numbers (ICANN). ICANN coordinates the internet’s naming system. You cany 4 :’:“:rq
register a domain name with ICANN. Instead, you m,g,e?,‘-_e, £ Wit 2 " o ._é,,_.‘
registrar.” ICANN authorizes these registrars to 2CC2pt COMain Name r2gszsor: » :*'—.r:,
policies for how these registrations should be handled. e
ICANN and domain name registrars don’t review whether 2 new doman rare ——
infringes upon a business or entity’s trademark. Instead, they accept regsrasors 5o
domain names on a first-come, first-served basis. Trademark lzws and ICANNS Unifom
Domain Name Dispute Resolution Policy are used to resofve domain name dispuss
regarding trademarks. You can view ICANNS dispute resolution matenals 3¢ Ars S
_icann.org/en/help/dispute-resolution.

business name of an organization. Cybersquatters tried to register these names befr:
the legitimate owners of the trademark or trade name. They also registered doman
names based on these famous trademarks or trade names but used a common musspeling
of those names.

A cybersquatter registers trademarks or trade names to prod!

[ note

Bad faith means a
malicious or harmful

off of the other person's trademark or trade name. They also register
them in the hopes of selling the domain name to the trademark own
for large amounts of money. They also may register the trademark of

motive for taking a trade name in order to attract customers who were looking for 2 Specic
certain action. product or business. The cybersquatter then redirects the customes

} toother Web sites.

Trademark owners have a legal right to protect their trademark.

This includes protecting their trademarks from cybersquatters. Many people, Busaess
and organizations were harmed by cybersquatters. They had to pay large an punts & -
money to get ownership of their trademarks. They sued cybersquatters (o sop them *1
engaging in trademark infringement. This was a finxwoximnﬂug and expensive ;“:::\\
It ‘S: ng ress created the Anti-Cybersquatting Consumer Protection Act A “‘i\i‘wﬁ

§ designed to stop people from registering domain names that were the U7

of other entities. It allows entities to sue others for cybersquatting. To prove xh«jr o
the plaindff must show that the cybersquatter regis-lcmd the trademark iv bad falt?

Wit
inte : 8 _i'.'\\:
ftto profit from the registration. Under the law, a plaintifl can recover geasis

b

s




ER 10 | Intellectual Property Law
T
CHAP

297
t to issue an injunction that Stops the cyber. Pe—
ask the courrl using the contested domain name. Courts g}, D NOTE
S o ; Sy

,«]Uaner id the copitested omain name it Wlnnlng party, - The Worg Intellectual Property
s ark OWREL 150 Cain pursge ¢ domal.n —— ; Organization (WipQ) s an arbitrate,

Trademder the Internet Corporation for Assigneq Names i 0er the UDRP, The yy1o reporteq
s ml]) rs (ICANN) Uniform Domain Name Dispute : that it heard 3 record numper of
and Num epolicy (UDRP). This process may be faster thap | domain name disputes in gy
ReSOh.m;[;n action under the ACPA. Under the UDRP a4 Coieai

n

pul‘SUl

d domain name may be disconnecteq Or transferreq
conteste

toawinning plaintiff. & =

FeRRE T Federal law governs patent ang
right

Copyrig

copyright issyes. State laws are
Preempted. This js because the

right is an intellectual property right. The U.s, Constitution granteq s feda
A copy

Constitution establishes federal copyright protection, The

government the specific power
first federal copyright law was established in 1790. The rgost to crjnfake Iatws to protect authors
recent version of federal copyright law is the 1976 Copyright and inventors,
Act. Copyright is protected under feder

al law. States are
pyright laws,
xclusive ri

AN
preempted from creating their own co

The holder of a copyright has the e

ate the owner's copyright,

i ase “C"inan
Sometimeg copyrighted materials are marked with an upperc
S

i . ' ial isn't marked,
enclosed circle, oy ©.The law doesn’t require this. Even if materia
it may be Ccopyrighted.

COPyright Basics

COpyright ig used to protect al
be used tq Protect books, art,
Work, Works th

. Literary

% k"). It can

most any creative endeavor (called ; worot:ler Fomeenb
sic, videos, computer programs, and any

music, '

at can be copyrighted include:

Works—
Compyter softwa

jingles.
i icals, and jing
2 Usical Works—Thjg includes songs, scores for musi

include
. It can also inc
"aMatic Works—This includes plays, skits, motf‘lcoxgsss
Y muygije that might be included in the dramati

ooks, and
his includes novels, newspapers, textb
re.

.

me Maadosd
(enmoaj|au|



